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Overall, the examiner's argument is that the appellant is claiming merely a combination 
of "standard business practices." (Answer, p. 13, last 3 lines.) 

To the contrary, the automated system claimed goes beyond standard business practices. 
The claims describe a novel investment process and the automated system required to implement 
it. 

The examiner has not presented any evidence that the business practices that he alleges 
could have been combined to implement this investment process were combined by anyone prior 
to the appellant's invention, and there is no suggestion in any of the many references produced 
by the examiner to make such a combination. It is only by following the roadmap of the 
appellant's disclosure that the examiner has been able to string together details from eleven 
different references to approach what is claimed. 

In defense of his hindsight reasoning, the examiner argues that "it is not plausible to 
believe" that the appellant was the first to use a machine to "(a) track each investor's basis in an 
investment entity, (b) allocate each investor's basis in his interest in the investment entity among 
properties acquired by the investment entity, and (c) track the allocated basis of each investor as 
a result of a succession of transactions." (Answer, page 18.) The examiner is merely begging the 
very question that is before the Board. Whether the examiner finds it implausible that the 
appellant was the first to assemble the claimed elements is irrelevant to the Board's consideration 
of the question. Eleven papers and articles, each allegedly disclosing one or a few features of the 
detailed claims, strung together based on nothing more than allegedly "obvious advantages," do 
not show that the claimed invention was already well-known or obvious at the time of the 
appellant's invention. 
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The examiner again denigrates the appellant's argument, stating that the combination was 
obvious "for the obvious advantage of not having to employ large numbers of scriveners to make 
the necessary calculations on paper with quill pens." Appealing though this image may be, it 
misses the point. The appellant is not claiming the automation of an existing process. What is 
claimed is a novel process, which is only valuable if automated, and the computer-implemented 
process necessary to automate it. The examiner also argues, with regard to claim 16, that 
"making more money is a famous and notoriously strong motive," but this is merely a motivation 
to improve, not a motivation to make any specific improvement. The examiner fails to explain 
how this motivation would lead specifically from the diverse array of cited references to the 
combination of features claimed. (Answer, pages 20-21.) 

For these reasons, and the reasons stated in the Appeal Brief, the appellant submits that 
the final rejection should be reversed. 
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